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DETAILED ACTION 

1 . This non-final Office action is responsive to the Board decision rendered October 

2, 2008. 

The rejections presented below were discussed with Applicant's representative 
on December 2, 2008. 

Claims 1-7, 9-25, and 27-34 are pending. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1 -7 and 9 are rejected under 35 U.S.C. 1 1 2, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claims 1-7 and 9 recite a feedback cancellation request receiver, a feedback 
cancellation criteria evaluator, a feedback cancellation recorder, and a feedback user 
interface generator. Claims 1-7 and 9 are apparatus claims. Apparatus claims are 
defined by their structural elements and any corresponding functionality. The metes 
and bounds of the receiver, evaluator, recorder, and generator are unclear as they may 
be interpreted as software per se. In order for software to patentably distinguish a 
claimed apparatus invention over prior art, it must be tied into structural elements that 
are explicitly set forth as structural elements of the apparatus. For example, the 
apparatus may be amended to explicitly comprise a computer/processor and a 
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computer memory/database. Furthermore, the software should be specified as stored 
in the memory/database and executable by the computer/processor. 
Appropriate correction is required. 



Claim Rejections - 35 USC § 101 

4. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

5. Claims 1-7, 9, and 16-34 are rejected under 35 U.S.C. 101 because the claimed 
invention is directed to non-statutory subject matter. 

As discussed in the rejection of claims 1-7 and 9 under 35 U.S.C. § 1 12, 2nd 
paragraph above, the receiver, evaluator, recorder, and generator may be interpreted 
as software perse. Software perse is non-statutory under 35 U.S.C. § 101 . 

A claimed process is eligible for patent protection under 35 U.S.C. § 101 if: 

"(1) it is tied to a particular machine or apparatus, or (2) it 
transforms a particular article into a different state or thing. 
See Benson , 409 U.S. at 70 (Transformation and reduction 
of an article 'to a different state or thing' is the clue to the 
patentability of a process claim that does not include 
particular machines.'); Diehr , 450 U.S. at 192 (holding that 
use of mathematical formula in process 'transforming or 
reducing an article to a different state or thing' constitutes 
patent-eligible subject matter); see also Rook, 437 U.S. at 
589 n.9 ('An argument can be made [that the Supreme] 
Court has only recognized a process as within the statutory 
definition when it either was tied to a particular apparatus or 
operated to change materials to a 'different state or thing' '); 
Cochrane v. Deener , 94 U.S. 780, 788 (1876) ('A process 
is... an act, or a series of acts, performed upon the subject- 
matter to be transformed and reduced to a different state or 
thing.'). 7 A claimed process involving a fundamental 
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principle that uses a particular machine or apparatus would 
not pre-empt uses of the principle that do not also use the 
specified machine or apparatus in the manner claimed. And 
a claimed process that transforms a particular article to a 
specified different state or thing by applying a fundamental 
principle would not pre-empt the use of the principle to 
transform any other article, to transform the same article but 
in a manner not covered by the claim, or to do anything other 
than transform the specified article." {In re Bilski, 88 
USPQ2d 1385, 1391 (Fed. Cir. 2008)) 



Also noted in Bilski is the statement, "Process claim that recites fundamental 
principle, and that otherwise fails 'machine-or-transformation' test for whether such 
claim is drawn to patentable subject matter under 35 U.S.C. §1 01 , is not rendered 
patent eligible by mere field-of-use limitations; another corollary to machine-or- 
transformation test is that recitation of specific machine or particular transformation of 
specific article does not transform unpatentable principle into patentable process if 
recited machine or transformation constitutes mere 'insignificant post-solution activity.'" 
{In re Bilski, 88 USPQ2d 1385, 1385 (Fed. Cir. 2008)) Claims 16-29 are not tied to a 
particular machine or apparatus nor do they transform a particular article into a different 
state or thing; therefore, claims 16-29 are non-statutory under § 101 . It is also noted 
that the mere recitation of a machine in the preamble with an absence of a machine in 
the body of a claim fails to make the claim statutory under 35 U.S.C. § 1 01 , as seen in 
the Board of Patent Appeals Informative Opinion Ex parte Langemyr et al. (Appeal 
2008-1495), httD://www.uspto.aov/web/offices/dcom/bDai/its/fd081495.Ddf . 

Claims 30-34 are directed toward a computer readable medium comprising 
instructions that are executable by a processor. Looking toward the specification, If 74 
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states that the medium may include "carrier wave signals." When the computer 
readable medium is interpreted as a carrier wave signal, claims 30-34 are interpreted as 
a signal perse, which is an abstract idea and non-statutory under § 101 . 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1 0-1 5 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Vaidyanathan et al. (US 2004/0128155). 

This rejection is set forth in detail in the Examiner's Answer dated February 27, 
2007. The Board affirmed this rejection in the decision rendered October 2, 2008. 

Allowable Subject Matter 

8. Claims 1-7, 9, 16-25, and 27-34 would be allowable if rewritten or amended to 
overcome the rejections under 35 U.S.C. § 101 and § 1 12, 2nd paragraph, set forth in 
this Office action. 
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Double Patenting 

9. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

10. Claims 1-7, 9-25, and 27-34 are provisionally rejected on the ground of 
nonstatutory obviousness-type double patenting as being unpatentable over claims 1-33 
of copending Application No. 1 1/241 ,008. Although the conflicting claims are not 
identical, they are not patentably distinct from each other because the main difference 
between the independent claims in each respective case is that the independent claims 
in Application No. 1 1/241 ,008 specify certain feedback cancellation criteria related to a 
user's suspension. Official Notice is taken that it was old and well-known in the art at 
the time of Applicant's invention to penalize users who abuse a community system. 
This encourages users within a community to conform to community rules and general 
expectations of common courtesy. Therefore, the Examiner submits that it would have 
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been obvious to one of ordinary skill in the art at the time of Applicant's invention to 
track user suspensions in a feedback system in order to prevent abuse from unfairly 
unaffecting other users' ratings. Conversely, it would have been obvious to not include 
the details of a user's suspension because elimination of an element or its functions is 
deemed to be obvious in light of prior art teachings of at least the recited element or its 
functions (see In re Karlson, 136 USPQ 184, 186; 311 F2d 581 (CCPA 1963)). 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Conclusion 

1 1 . Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Susanna M. Diaz whose telephone number is (571) 272- 
6733. The examiner can normally be reached on Monday-Friday, 8 am - 4:30 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Kambiz Abdi can be reached on (571) 272-6702. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
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Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 

USPTO Customer Service Representative or access to the automated information 

system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Susanna M. Diaz/ 

Primary Examiner, Art Unit 3692 

/Kambiz Abdi/ 

Supervisory Patent Examiner, Art Unit 3692 



/Wynn Coggins/ 
Group Director TC 3600 



